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The Official Action, on page 2, item 3, asserts that Bainbridge et al. discloses the 
steps of receiving a request for connection from a client, wherein said request specifies a 
functional group, and wherein said functional group has a unique address and includes a 
plurality of servers. In addition, the Office Action asserts that each of the servers is capable 
of servicing said client; and wherein each of said plurality of servers is assigned a unique 
address. The Office Action also contends that Bainbridge et al. describes the step of selecting 
a server capable of satisfying said request from said functional group, and computing a route 
to said server. For the above disclosure, the Office Action cites to the following passages 
within Bainbridge et al. : col. 3, line 30-45 and col. 6, lines 5-20. Applicants respectfully 
disagree with such an interpretation of the Bainbridge et al. reference. 

Bainbridge et al. teaches, in col. 3, lines 30-44, a method of performing workload 
management within an object-oriented client/server computing environment, wherein one of 
a plurality of servers is chosen to satisfy a client request based on at least one workload 
management policy. The method, which takes place within the client, including steps of: 
deciding whether a client application program has issued a request for a server to do some 
work; forming an extended object reference based on said request, said extended object 
reference having, in addition to a server address field and an object key field, at least one 
additional field; accessing workload management policy data based on said extended object 
reference; and selecting one of said plurality of servers based on said accessed workload 
management policy data. Additionally, in col. 6, lines 4-21, Bainbridge et al. teaches that the 
formed object reference (32 in FIG. 3 A) contains a server group identifier (313a) which 
identifies a server group to be used to satisfy the client request, and a policy group identifier 
(314a) which identifies a group of policies to be used in determining which server computer 
of said group should be selected to do the requested work. The usual object reference fields 
provide a server address 31 la and an object key 312a. Server address field 31 la is initially 
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filled in with the address of a router associated with the group of servers. This allows clients 
with no server groups unit 44 to still use the object reference to route client requests to a 
server group through an intermediate server-end router (albeit with the bottleneck problems 
discussed above). The object key 312a is filled in with the identifier of the object which 
should be invoked on the server machine that is eventually selected to process the request. 
The above passages fail to teach use of a unique address for each of the plurality of servers, 
as positively recited in independent Claims 1,6, 14, and 22; these cited passages merely 
disclose a server address field 311a that contains the address of a router associated with the 
group of servers. 

The Office Action acknowledges that Bainbridge et al. fails to disclose use of an 
ATM address, selection being transparent to said client, and establishing a virtual circuit from 
said client to said server. To cure these many deficiencies, the Office Action relies on 
Koperda for its teaching of a cable network architecture using an ATM switch, an ATM 
address, a transparent service, and setup of an ATM connection. 

Koperda teaches, in col. 4, lines 8-22, a cable data network architecture that utilizes a 
master headend (MHE), which contains the core control systems for the network. The MHE 
includes an ATM switch 101, a gateway 102, a router 103, a network controller computer 
104, an administration computer 105, a network element manager 106, application Servers 
107, and an optional encryption/decryption device 108. The ATM switch 101 moves the 
ATM data packets (e.g., 48 bytes of data plus a 5 byte header) around the system based upon 
their address information. The switch 101 also supports switched virtual circuits (SVC) and 
quality of service (QOS) for each connection. Koperda merely describes a generic ATM 
switch as applied to the distribution of cable programming, with no disclosure of the 
client/server computing environment of Bainbridge et al. 



Applicants, therefore, respectfully submit that the rejection is based on the improper 
application of hindsight. It is well settled that it is impermissible simply to engage in 
hindsight reconstruction of the claimed invention, using Applicants' structure as a template 
and selecting elements from the references to fill in the gaps. In re Gorman, 933 F.2d 982, 
18USPQ2d 1885(Fed. Cir. 1991). Recognizing, after the fact, that a modification of the 
prior art would provide an improvement or advantage, without suggestion thereof by the prior 
art, rather than dictating a conclusion of obviousness, is an indication of improper application 
of hindsight considerations. Simplicity and hindsight are not proper criteria for resolving 
obviousness. In re Warner, 397 F.2d 101 1, 154 USPQ 173 (CCPA 1967).] 

Applicants further suggest that Korperda is non-analogous art. In particular, it is 
submitted that one faced with Applicants' problem of routing client queries to alternate 
servers (page 2, lines 1-5) would not consult Korperda , which is concerned with a cable 
network distribution system, for a solution to the problem. 

Moreover, a conclusion of obviousness is not compelled by the fact that the prior art 
could be modified so as to result in the combination defined by the claims; obviousness turns 
on whether the prior art suggests the desirability of the modification. Bainbridge et al. clearly 
states that the method of peforming workload management, which encompasses choosing a 
server, takes place within the client; accordingly, the client is aware of the selection process 
(col. 3, lines 30-35), and thus, does not support transparent selection, as positively claimed. 
Therefore, modification of the Bainbridge et al. system to provide client transparency would 
undercut the expressed objective of permitting the clients to perform workload management. 
The requisite motivation to establish a prima facie case of obviousness cannot be established 
by undercutting the expressed objectives of an applied reference. See In re Fritch, 972 F.2d 
1260, 23 USPQ2d 1780 (Fed. Cir. 1992); In re Gordon, 733 F.2d 900, 221 USPQ 1 125 (Fed. 
Cir. 1984); In reSchulpen, 390 F.2d 1009, 157 USPQ 52 (CCPA 1968). 
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Applicants submit that the present Office Action has failed to provide substantial 
evidence of motivation for modifying the Bainbridge et al. reference based on the teachings 
of Koperda as required by In Re Gartside, 2000 U.S. App. LEXIS 2065 (CAFC 2000). 
Therefore, Applicant respectfully submits that independent Claims 1,6, 14, and 22 are in 
condition for allowance. Accordingly, Claims 2-5, 7-13, 15-21, and 23-29, which depend 
correspondingly from independent Claims 1,6, 14, and 22, are allowable for at least the 
reasons put forth for the allowability of these independent claims. 

Consequently, in view of the above arguments, no further issues are believed to be 
outstanding in the present application, and the present application is believed to be in 
condition for formal allowance. An early and favorable action is therefore respectfully 
requested. 
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